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DETAILED ACTION 
Response to Amendment 

As per the Office Action mailed 12/18/2008: 

The objection to claims 2, 9-14 under 37 CFR 1 .75(c) is hereby withdrawn in 
view of Applicant's amendment to claim 2. 

The rejection of claims 2, 6-7, 9-14 under 35 USC 112, second paragraph is 
hereby withdrawn in view of Applicant's amendment to claims 2, 6-7. 

The rejection of claims 15-21, 23-28 under 35 USC 101 is hereby withdrawn in 
view of Applicant's amendment to claim 1 5. 

Information Disclosure Statement 

The information disclosure statement (IDS) submitted on 09/1 1/2009 is entered 
and considered by Examiner. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claim(s) 1-5, 7, 9-19, 21, 23-33, 35, 37-42 is/are rejected under 35 U.S.C. 103(a) 

as being unpatentable over Johnson (5664109) in view of Applicant Admitted Prior Art 

(AAPA). 

It is noted that the official notice taken in the previous Office Action is taken to be 
AAPA because Applicant failed to adequately traverse Examiner's assertion. 

As per claim 1, Johnson teaches a system (reads on "an apparatus") (Figure 1), 
comprising a computer system (Figure label 112) capable of: 

(a) executing software to share patient records (reads on "portability enabling 
software") (column 2 line 13-26); 

(b) storing a master patient record (reads on "master control file") (Figure 7 label 

702); 

(c) sharing (reads on "controlling and providing interoperability") medical records 
between a plurality of providers, wherein each provider need not adopt standard patient 
identifiers, medical formats, hardware, or software (reads on "computer platforms 
operating on disparate operating systems") (column 2 line 27-37); 
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(d) using software to interface with a database containing therein text data, 
image data, patient records (Figure 7), and the plurality of providers (Figure 2). 

Insofar as "the computer platforms including a personal computer, a hand-held 
device, and a network", Johnson need not teach these structural limitations because 
these limitations are not parted of the claimed apparatus. 

To the extent that these limitations are claimed, Examiner submits that the 
applied art need only teach that the known system is capable of communicating with a 
PC, a hand-held device, and a network. 

The system of Johnson is capable of interfacing with any device that conforms to 
router network protocol (Figure 1 label 118). Therefore, Examiner submits that the 
disclosed system fully meets this limitation because any computer conforming to the 
prescribed router network protocol is capable of communicating with the system of 
Johnson. 

Assuming that Applicant successfully amends the claim to encompass these 
limitations, Johnson teaches that the system is capable of: 

(e) communicating with a plurality of subscriber computer systems (reads on "a 
personal computer") over a network (Figure 1 label 118). 

Johnson does not teach "hand-held device". 

AAPA teaches that laptop computers and palmtop computers are old and well 
established in the art of network computing. 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to include the teachings of AAPA within the embodiment of 
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Johnson with the motivation of providing physicians with wireless computing platforms 
for convenience. 

Johnson further teaches: 

(f) the master patient record is capable of being used to serve a plurality of 
queries from the plurality of subscribers (reads on "interfaces with the disparate 
operating systems") (Figure 8 label 804-805); 

(g) the master patient record is capable of mapping documents containing therein 
text and image data stored in a database to patient records (Figure 7); 

(h) the system is capable of maintaining the database (Figure 7); 

(i) receiving and storing the documents (Figure 4-6); 

(j) storing (reads on "capture", "populate", "maintain") and retrieving the stored 
documents, wherein the documents are stored in their native formats (reads on "a 
plurality of image and text formats") (Abstract and throughout); 

(k) the master patient record is capable of linking with a plurality of documents in 
any format (Figure 7, Abstract), and the plurality of subscribers (Figure 1); 

(I) providing patient data (reads on "patient episode data") electronically over 
network (Figure 2). 

Johnson further teaches that computer security is well known and should be 
applied to medical information (column 14 line 4-25). 

Johnson further teaches that e-mail is also known in the art and may be used to 
communicate medical data (column 5 line 23-25). 
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Johnson further teaches receiving the transmitted patient data for storage (Figure 
2 label 208). 

Johnson does not teach "a secure file, transmitting the secure file as an e-mail 
attachment, retrieving the patient episode data from the secure file". 

AAPA teaches that sending a file via encrypted email is old and well established 
in the art of network security. 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to include the teachings of AAPA within the embodiment of 
Johnson and AAPA with the motivation of providing an efficient form of file transfer that 
is easy for physicians to use. 

The skilled artisan would have recognized the benefit that since physicians are 
already familiar with emailing, it would be easier to use email to submit patient data than 
to train physicians to use a different interface. 

As per claim 2, Examiner submits that any hand-held device within the scope of 
claim 1 and capable of communicating with the apparatus inherently executes "medical 
software" to communicate with the claimed apparatus. 

Therefore, this claim is rejected for substantially the same rationale as applied to 
claim 1 above, and incorporated herein. 



Application/Control Number: 09/853,703 Page 7 

Art Unit: 3626 

As per claim 3, Johnson teaches that the system is capable of accepting 
documents from the plurality of subscribers (reads on "interoperability to populate, 
maintain") (Figure 1) and retrieving information for the plurality of subscribers (Figure 8). 

As per claim 4, Johnson teaches that the system is capable of maintaining the 
database (reads on "controls path and name of folder images, path to and name of the 
database, database field names, attributes, and locations on the folder image") (Figure 
7, Figure 3). 

Examiner considers a database table containing therein the documents to be a 
"folder". 

As per claim 5, Johnson teaches storing the document with the original headings 
(reads on "each field name") (Figure 5 label ADMITTED WITH, MEDICAL SUMMARY, 
etc.). 

As per claim 7, Johnson teaches linking the document identifier to the master 
patient identifier for display (reads on "name") (Figure 7 label 706). 

Examiner also considers the foreign key linking to be a form of "pointer". 

As per claim 9, Johnson teaches that the system is capable of storing medical 
data (Figure 7). 
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As per claim 10, Johnson teaches that the system is capable of allowing remote 
subscribers to review patient records (Figure 8). 

As per claim 1 1 , Johnson teaches that the system is capable of allowing remote 
subscribers to review patient records (reads on "health indicators") (Figure 8). 

As per claim 12, this claim is rejected for substantially the same rationale as 
applied to claim 1 above, and incorporated herein. 

Examiner considers encryption to be a form of "compresses". 

As per claim 13, this claim is rejected for substantially the same rationale as 
applied to claim 1 above, and incorporated herein. 

As per claim 14, Johnson teaches database triggers capable of notifying 
subscribers that new patient data is available for a specific patient of interest (Figure 4 
label 422). 

As per the set of claim(s): 1 5, 1 6, 1 7, 1 8, 1 9, 21 , 23, 24, 25, 26, 27, 28, 29, 30, 
31 , 32, 33, 35, 37, 38, 39, 40, 41 , 42, this set of claim is rejected for substantially the 
same rationale as applied to the rejection of the set of claim(s): 1,2,3, 4, 5, 7, 9, 1 0, 1 1 , 
12, 13, 14, 15, 16, 17, 18, 19, 21, 23, 24, 25, 26, 27, 28, respectively, and incorporated 
herein. 
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Claim(s) 6, 20, 34 is/are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Johnson and AAPA as applied to parent claims 4, 19, 32 above, and further in view 
of Amit (Federated Database Systems for Managing Distributed, Heterogeneous, and 
Autonomous Databases, MAILED 12/18/2008). 

As per claim 6, Johnson does not teach "the pointer to and the name of the 
database indicates the database". 

Amit teaches a federated database system, wherein schemas are mapped 
(reads on "the pointer to and the name") between databases (page 192 Section 1 .1). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to include the teachings of Amit within the embodiment of 
Johnson and AAPA with the motivation of providing increased availability, increased 
reliability, and improved access time (Amit; page 185 column 2 Section Distribution). 

As per the set of claim(s): 20, 34, this set of claim is rejected for substantially the 
same rationale as applied to the rejection of the set of claim(s): 6, 20, respectively, and 
incorporated herein. 

Response to Arguments 

Applicant's arguments filed 06/18/2009 have been fully considered but they are 
not persuasive. 
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On page 1 0 Applicant argues: 

(a) Ins Examiner rs&es upon Johnson, *x>l. 2, h 13 - 26, ss dtscusssng 
^portability snsblirKj soltwere". However Johnson, cnl ?., at hnen 1 3 - 2ft, d^o-i ssswes a 
c "< r ^ t l J « ' *n s ' 1 t ! sMi n tab t "UNt i ^of-* o ~s <" n* j "-.at 
invention. 

1 it k m u i jj i *s t ^ sip* f tqi* f» U ci \ terp~1* it 
rr J$> \ m< (I ii] i vast* r % t * > i* i\ i > U p j r% v * pi 

f ^ ds ^ s r i t MdiMi i t-s ts r i r ftl* >f "U f * ' < i* l 

f i, j * > If S J vis , , ^ui it ^ Ttt in 1 ts 1*1 * 

* t<S a If at tt\ ftid^l&U M I l < ^ Ifr^s 1 5 1 tie if 

s 0 x *wt the it it) M t r Ji*. ^ m i d^t^Oi si ^«tii. jes*~ t 

First, Applicant provides no definition for "master control file". Instead, Applicant 
repeatedly argued that the applied art does not teach this limitation without providing a 
controlling definition. 

Examiner is forced to interpret this limitation broadly. In particular, this "file" may 
be any piece of data contained in software. Therefore, this amounts to mere functional 
claiming because any structure contained in the computer capable of performing the 
functionality may be interpreted to be enveloped by this limitation. 

Applicant is requested to provide a clear controlling definition with adequate 
support from the specification as originally filed or the level of ordinary skill in the art. 

Continuously refuting Examiner's best effort to interpret claims drafted by 
Applicant to capture an invention supposedly invented by Applicant without providing a 
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controlling definition of the claim features would unnecessarily prolong prosecution and 
would prevent early and favorable consideration of the pending claims. 

Second, in order to have an adequate teaching away in the art, the art must first 
teach the claimed combination. Then the art must criticize, discredit, or otherwise 
discourage the solution claimed. In re Fulton, 391 F.3d 1195, 1201,73 USPQ2d 1141, 
1146 (Fed. Cir. 2004). 

In this case, Johnson fully teaches this limitation based on the broad 
interpretation Examiner was forced to adopt because Applicant provides no controlling 
definition. Additionally, nowhere does Johnson criticize, discredit, or otherwise 
discourage the claimed solution. Instead, Johnson teaches that the system must 
interact with a plurality of different systems and different standards to provide 
interoperability between different systems to that a unified standard need not be 
adopted (Figure 2 and throughout). 

On page 1 1 Applicant argues: 

«hs (i u<-m!Ki <. r iji s al°r nn*rU t, IS r c * d j: i i i j 
\ *■ t < f y i it p>ic uji,ssvv Mhthi r o< ip j ^ ft rw ocoro n i or u * 

h. * s\ ni h n^* o t ^ 'lit- 1 i* rt 3 k. fh d n 1 - jscot W -ntl ir^ :ht ~\ 
ru ilu* t on,**. ^ *1 U p u st i * \\\tp ts =srdt*i(f imi p^Usr Mr k 1 

1 t_ «J "M i [*h ^ ( t p 3* 

Applicant provides no definition for "personal computer". 
Examiner broadly interprets this limitation to recite any computer. 
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According to Johnson, the physician uses their own computer to upload the files 
(Figure 1-2). 

Therefore, the applied art fully teaches using a computer to connect over a 
network. 

On page 12 Applicant argues: 

Mo-re 8.pec3fSft8%, the Examiner has , at provided any reasoning Jc support the B&smsnor's 
assertions thst '"aptop eooiptatwrs sod patmtop computers arc tiM srsd fistaiJ&shed srs Ihs sit of 
nmwofk computings partitu&rty takmy imo aecwitttie fsling date &nd priority dates ol Xm sufcjea 
application.. 

Applicant argues that on 07/28/2000, laptop computers and wireless palmtop 
computers were not known in the art of medical data processing. 

Schanz (6064968) teaches that laptop and palmtop computers were well known 
before Applicant's priority date (column 9 line 27-28). Schanz further teaches that it is 
well known to use these devices for legal purposes when practicing medicine (Abstract 
and throughout). 

Therefore, Applicant's traversal is inadequate. 

On page 12 Applicant further argues: 

IHtbi jN,ut'j> Mo-cm- "-hTo im*^ &&$*y*ion^ ofOiCf,^ Isoics ar« rwsjjiscttfjify 
tmvsmsct, as dsseusssd above. 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
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any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

In this case, all knowledge was derived from the applied art. No portion of 
Applicant's disclosure was relied on for the rejection. 

On page 1 3 Applicant argues: 

\ ttvM <(j Is fi v*t k>k d r t h t ^ is i i > Jt\ 

I t he r l m ht i f t r u ^ *l 

This argument has been fully addressed above, and incorporated herein. 



On page 1 3 Applicant argues: 

As 4h» Exarnne- sdrnits that Jonnsw Joe? not a "hand-heta dsvsce', ApplicatV 
Fusaectfij ty SMiiwivtK H at 5h& Offcfs Achor- mi m\ c^ate for conbanirg the 

The rationale has been fully articulated in the previous Office Action, and 
reproduced above for Applicant's convenience. 



Application/Control Number: 09/853,703 Page 14 

Art Unit: 3626 

On page 13-15, Applicant makes various assertions that the applied art do not 
teach the claimed features. 

In making these arguments, nowhere does Applicant present any controlling 
definitions for these features. 

While Applicant is not required to furnish a controlling definition, failing to do so 
forces Examiner to adopt a broad interpretation of these limitations. 

Therefore, Applicant is requested to provide a controlling definition so that the 
claim may be compared/contrasted with the applied art. 

As currently applied, Examiner submits that these claim features are very broad, 
and are fully encompassed by the applied art absent any further showing by Applicant. 

On page 1 5 Applicant argues: 

IheL^^-K t* \^ M- U> ten rv ^td-ici a f r * ra\ ten i\ r i ti ^ L Hiv-dl 

I rt*L Fv v ii' i v^u^Sv OfCc No ix ^ t- sptH * ! >> j ^^rvt.c Fh;E><5 oe s 
assert urn - 1 t ^u^P^i n e f »? f-Mfvofi i ^t^t N Pi wo^^t v Los -4 ** f^r 1 
u nnr''- , il-*w\*i<i T ?* ' is e ti v ^i^&k I o' jsl 'port k K< a^ertor .'t)*c 

KK *■ s ixrt alls fi I *<?mir«r hm rut ( ov^^it'V ^\>i ^ i> v ipvrt*v< y. *f*rnr "s 

appHcatfon., 

Epstein (6023510) teaches encrypting electronic messages (Figure 1). 

On page 15-16 Applicant further argues that email was not known to physician. 
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Applicant's attention is directed towards class 705, subclass 2 containing therein 
thousands of references directed towards electronic messaging for physicians. 

On page 16-18 Applicant asserts that the applied art do not teach the claimed 
invention without further explanation regarding the claim scope. It appears that 
Applicant is merely contradicting Examiner's assertion without any additional evidence. 

Additionally, it appears that regardless of the amount of evidence presented by 
Examiner, Applicant is not satisfied with the teachings in the applied art. 

Therefore, Applicant is requested to provide a discussion of the claim scope as 
contrasted with the applied art. 

Absent this discussion, the claim scope as interpreted by Examiner is much 
broader than contemplated by Applicant. Therefore, the teachings of the applied art, 
although different from the specification, fully meet the broader claim scope. 

On page 18 Applicant requests clarification why encryption is a form of 
"compress". 

Applicant provides no definition for "compress". 

Examiner relies on Merriam-Webster Online Dictionary, which defines 
"compress" as "reduce in size, quantity, or volume". 

Encryption transforms data so that the meaning of the encrypted data is not 
easily gleaned. Therefore, the size, quantity, and volume of the meaning of the data is 
reduced. 
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Similar arguments are made on page 18-20, and are addressed above, and 
incorporated herein. 

Conclusion 

The central arguments presented by Applicant revolve around the dispute that 
wireless laptop/palmtop computers capable of interacting with a plurality of computers 
located at different remote locations via encrypted email is not well known in the art. 

Applicant is suggested to present this issue on appeal so that guidance may be 
obtained. 

In particular, if favorable ruling is made that in 2000, wireless laptop/palmtop 
computer, communicating with computers over a network, and encrypted email are not 
well known, early and favorable consideration of the application will be provided. 

Applicant is requested to no longer prolong prosecution of this instant pending 
application with a priority date back to 2000, and to present the case for appeal so that 
the pendency of this application may be reduced. 

The new ground(s) of rejection presented in this Office action, if any, was/were 
necessitated by Applicant's amendment. Accordingly, THIS ACTION IS MADE FINAL. 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tran (Ken) N. Nguyen whose telephone number is 571- 
270-1310. The examiner can normally be reached on Monday - Friday, 9:00 am - 5:00 
pm Eastern. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, C. Luke Gilligan can be reached on 571-272-6770. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
IT. N./ 

Examiner, Art Unit 3626 
10/13/2009 

/Robert Morgan/ 

Primary Examiner, Art Unit 3626 



